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DETAILED ACTION 
Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: Updating Firmware on Imaging Device with Memory 
Device Interface. 

The use of the trademark Unix etc. has been noted in this application. It should be 
capitalized wherever it appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

Claim Objections 

Claims 19, 20 and 23 are objected to because of the following informalities: because use 
of double period at end of sentence. Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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Claims 1-33 are rejected under 35 USC 101 because they disclose a claimed invention that is an 
abstract idea as defined in the case In re Warmerdam, 33, F 3d 1354, 31 USPQ 2d 1754 (Fed. 
Cir. 1994). 

Analysis: Claims 1-33 disclosed by the applicant as being a "method of updating firmware...". 
Since the claims are each a series of steps to be performed on a computer the processes must be 
analyzed to determine whether they are statutory under 35 USC 101 . 

Examiner interprets that claims 1-33 are non-statutory because claim recites computer 
program which are program, per se i.e. the description or expressions of the program are not 
physical things nor are they statutory process as they do not act being performed. Computer 
programs do not define any structural and functional interrelationship between the computer 
program and other claimed aspect of the invention which permits the computer program's 
functionality could be realized. Therefore, computer program is merely a set of instructions 
capable of being executed by a computer, the computer program itself is not a process. Further, 
applicant submit no substance that how this updating will be processed without incorporating a 
processor, memory and medium. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claims 1-16, 22, 24-28 and 30-32 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Rothman et al USPN 7,222,339. 
Regarding claims 1,15 and 30 
Rothman et al teaches, 

accepting a connection from the portable memory source at the second communication port (see 
abstract, firmware provided on each platform is loaded for operating system runtime 
availability. The firmware update process begins by issuing an update directive that includes 
firmware update data to a first platform. That platform then interacts with firmware running on 
other platforms to update the firmware for those platforms, wherein communications between 
the platforms is enabled via an out-of-band (OOB) communication channel or network. In one 
embodiment, OOB communications are facilitated by a hidden execution mode known as the 
System Management Mode (SMM), which has the ability to receive and respond to periodic 
System Management Interrupts (SMI) and execute corresponding SMI handlers configured to 
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support inter-platform communication in a manner that is transparent to operating systems 
running on the platforms. The method allows firmware to be updated across multiple platforms, 
such as server blades, using a single administrative action); 

accessing files stored on the portable memory source (column 9, lines 24-36, ; During system 
initialization, firmware provided on each platform is loaded for operating system runtime 
availability. The process (from an administrators point of view) begins by providing a 
firmware update to a first server blade. That blade then interacts with firmware running on other 
blades to facilitate update of the firmware for those blades via corresponding variable data that 
are accessible via the Variable Services, wherein communications between the blades is 
facilitated via an out-of-band communication channel or network. Flowchart operations and 
logic according to one embodiment of the process are shown in FIG. 5, while corresponding 
operations and interactions between various components are schematically illustrated in FIGS. 6 
and 7);and 

updating the firmware with at least one of the files stored on the memory source (column 3, lines 
44-54, in accordance with aspects of the invention, techniques are disclosed herein for updating 
firmware in clustered computing platform infrastructures, such as blade server environments, in a 
manner under which an administrator only needs to perform a single update process, regardless 
of the number of individual platforms that are updated. The techniques employ firmware-based 
functionality that provides management of the firmware update without having any 
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commensurate OS complicity. As such, the process may be performed in the same manner 
regardless of the operating system deployed on the platforms). 

Regarding claims 2-4 5 26 and 27 
Rothman et al teaches, 

recognizing the portable memory source upon connection with the second communication port 
(column 9, lines 13-20, The pre-boot/boot framework of FIG. 3 may be implemented to enable 
update of various firmware, including system firmware (i.e., firmware stored on main board 
201) and add-in firmware (e.g., firmware associated with optional add-on components and 
peripheral devices, stored in NV rewritable memory devices 222 and 224). This is facilitated, 
in part, by API's published by respective components/devices during the DXE phase, and 
through use of the Variable Services runtime service). 

Regarding claim 5 
Rothman et al teaches, 

searching the portable memory source for files (column 7, lines 51-60, in contrast to Boot 
Services 306, Runtime Services 308 are available both during pre-boot and OS runtime 
operations. One of the Runtime Services that is leveraged by embodiments disclosed herein is 
the Variable Services. As described in further detail below, the Variable Services provide 
services to lookup, add, and remove environmental variables from both volatile and 
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non-volatile storage. As used herein, the Variable Services are termed "generic" since they are 
independent of any system component for which firmware is updated by embodiments of the 
invention). 

Regarding claims 6, 16, 22, 24 and 25 
Rothman et al teaches, 

files are all files that can be read by the imaging device (columns 12-13, lines 64-67 and lines 1- 
9, In some instances, an update may be fully effectuated via changes to configuration data for a 
corresponding component (e.g., firmware for a peripheral device, such as a disk drive), which 
are stored in an NV rewritable memory device. This is depicted by the process flow illustrated 
for API Z in FIG. 6. In other instances, the update is effectuated by copying data from an 
update image to the NV rewritable memory device, typically but not limited to overwriting all 
or a portion of the memory space for the device corresponding to a current firmware image. 
Accordingly, in these instances the update handler will further write an update image to a 
memory buffer, as depicted the process flows in FIG. 6 corresponding to API's X and Y). 

Regarding claims 7, 8 and 10-12 
Rothman et al teaches, 

files are files containing only firmware updates (column 13, lines 41-62, In response to the 
reset, the operations of blocks 502 and 504 are performed in the manner discussed above. 
However, when the determination of decision block 506 is evaluated this time, update variables 
do exist, causing the logic to flow to a block 524 in which the interface (DXE API) 
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corresponding to a first update variable is called to update the firmware. Based on additional 
information contained in the variable data, the update is then performed via the API. In 
instances in which the update merely comprises updated configuration data that may be stored 
in the variable data, the update is effectuated by reading the updated configuration data and 
writing it to the firmware device corresponding to the update API. In instances in which the 
update requires a larger update image, the update image is read from the memory buffer 
identified by the Data parameter returned from a GetVariable call and written to an appropriate 
portion (memory address space) of the firmware device. In general, the location of the 
appropriate portion may be coded into the API itself, or may be obtained via the variable data. 
The foregoing process is repeated for each update variable until all of the update variables 
are processed in accordance with a decision block 526). 

Regarding claim 9 
Rothman et al teaches, 

presenting the files found in the search to a user (column 8, lines 10-17, After DXE Core 300 is 
initialized, control is handed to DXE Dispatcher 302. The DXE Dispatcher is responsible for 
loading and invoking DXE drivers found in firmware volumes, which correspond to the logical 
storage units from which firmware is loaded under the EFI framework. The DXE dispatcher 
searches for drivers in the firmware volumes described by the HOB List. As execution 
continues, other firmware volumes might be located. When they are, the DXE dispatcher 302 
searches them for drivers as well). 
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Regarding claims 13, 14, 31 and 32 
Rothman et al teaches, 

connection between the portable memory device and the second communication port is a direct 
connection (column 10, lines 7-19, in a block 504, an OOB monitor driver is installed in a 
protected area in each blade. As discussed above, an out-of-band communication channel 
or network that operates independent of network communications that are managed by the 
operating systems is employed to facilitate inter-blade communication in an OS -transparent 
manner. In one embodiment, OOB communications are facilitated by a hidden execution mode 
known as the System Management Mode (SMM), which has the ability to receive and respond 
to periodic System Management Interrupts (SMI) and execute corresponding SMI handlers 
configured to support inter-blade communication). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claiml7-21, 23, 29 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rothman et al USPN 7,222,339 in view of Rao et al USPN 6,978,453 

Regarding claims 17-20, 23, 29 and 33 
Rothman et al teaches, 

Document stored in portable memory but does not teach explicitly printing at the imaging device 
a device upon successful verification of the authentication information. However, Rao et al 
teaches (column 6, lines 14-22, the update packages may be accompanied by a header that 
contains, among other entries, a cyclic redundancy check (CRC) value employed in the 
verification of the authenticity of the received update packages. The verification of received 
update packages may involve computing CRC values and comparing them to reference CRC 
values provided in a header that accompanies the update packages. Other forms of verification 
and authentication based on specific entries in the header are also contemplated). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time of the invention was 
made to incorporate authentication and verification scheme. The modification would have been 
obvious because one of ordinary skill in the art would have been motivated to combine teaching 
into authenticate the update process while updating is in process to verification and configuration 
are done to achieve efficiency with updating firmware in secure environment. 

Regarding claim 21 
Rao et al teaches, 
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the configuration information stored on the portable memory device represents a user's 
configuration preferences (column 18, lines 5-15, An embodiment of the present invention may 
also provide an update package in a firmware updating service that comes up automatically 
during a power cycle/reboot. A SyncML DM command set enhancement that initiates a power 
cycling/reboot may be provided in an embodiment of the present invention. Another command 
enhancement may store a downloaded firmware update into an associated managed object. Yet 
another command enhancement may verify the authenticity of the firmware update package 
based on configurations and user profiles). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anil Khatri whose telephone number is 571-272-3725. The 
examiner can normally be reached on M-F 8:30-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wei Zhen can be reached on 571-272-3708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

*** 
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